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Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO RESTRICTION REQUIREMENT UNDER 35 U.S.C. 121 

Sir: 

Responsive to the Office Action dated June 29, 2004, the time for response having been 
extended to August 29, 2004, by concurrent petition for extension of time and payment of fee, 
Applicant provisionally elects, with traverse, Group I, claims 1-76 and 94-101, drawn to a 
"sample archive system," classified in class 436, subclass 48, for prosecution in the above- 
entitled application. 



As set forth at page 2 of the outstanding Office Action, the Examiner has stated that the 
claims in Group I (claims 1-76 and 94-101), "drawn to a sample archive system," and the claims 
in Group II (claims 77-93 and 102-1 15), "drawn to a method of preparing an archive sample for 
analysis," are "related as product and process of use." In accordance with the provisions of 37 
C.F.R. §1.143, Applicant confirms provisional election of claims 1-76 and 94-101 (i.e., Group I 
as defined by the Examiner), but respectfully requests reconsideration and withdrawal of the. 
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restriction requirement as set forth below. At this time, Applicant declines to cancel claims 77- 
93 and 102-1 15 pending the outcome of the Examiner's reconsideration. 

Applicant's Traversal 

Initially, Applicant addresses the Examiner's characterization of the relationship between 
Group I (claims 1-76 and 94-101) and Group II (claims 77-93 and 102-115) at page 2 of the 
outstanding Office Action. It is difficult to divine exactly what the Examiner understands the 
claims of Groups I and II encompass given the statements that "[t]he method may employ 
another different apparatus" and that the "methodology as claimed does not require the use of a 
robotics system" (emphasis supplied). Applicant believes that the Examiner's assertions are 
beside the point as set forth in more detail below, and additionally believes that the Examiner's 
comments represent a fundamental misunderstanding which has lead to an improper restriction. 

In particular, the pending claims in Group I are directed specifically to various disclosed 
embodiments including: sample archive systems (claims 1-33), methods of archiving samples 
(claims 34-57), computer readable media (claims 58-62), methods of preparing an archive 
sample for analysis (claims 63-76), and sample node removal systems (claims 94-101). These 
Group I claims, even those directed to methods, all recite embodiments comprising, among other 
things, elements related to "a plurality of sample nodes" or "a plurality of discrete sample nodes" 
(see, e.g., claims 1-33 and 34-62, respectively; the other claims in Group I recite similar 
language). Pending claims in the Examiner's Group II (claims 77-93 and 102-115) are directed 
specifically to various disclosed embodiments of methods of preparing an archive sample for 
analysis (as are claims 63-76 which are, interestingly, categorized in Group I by the Examiner). 
In any event, at least claims 77-93 in Group II recite embodiments comprising, among other 
things, elements related to "supporting [a] sample on a discrete sample node." Claims 105-107 
also include elements related to a "sample node" as described in the present application. 

Regarding the "robotics system" identified by the Examiner, Applicant notes that such a 
system is described, among other places, at least in the text beginning at page 25, line 25, and 
continuing through page 28, line 6, of the present application (with specific reference to FIG. 3). 
In the discussion bridging pages 26 and 27, the present application indicates that samples may be 
handled manually, Le. 9 without, or with minimal, intervention on the part of automated or robotic 
mechanisms. Specifically, not only is the "robotics system" clearly not required by the language 
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of myriad claims in Group I, but in some embodiments (such as those recited in claims 1 and 58, 
for example), the Examiner's inappropriate importation of a "robotics system" limitation from 
the specification is not consistent with the written description (see, e.g., page 27, lines 2-4). 

Notwithstanding the Examiner's misplaced emphasis on the "robotics system," Applicant 
submits that pending claims from both Group I and Group II (as described above) include 
elements related to sample nodes as set forth in detail with specific reference to FIGS. 4A-4C 
and 5A-5E at pages 28-39 of the present application. 

As claims from both Group I and Group II recite similar elements, examination of the 
claimed sample archive systems (claims 1-33), methods of archiving samples (claims 34-57), 
computer readable media (claims 58-62), methods of preparing an archive sample for analysis 
(claims 63-76, 77-93, and 102-115), and sample node removal systems (claims 94-101) cannot 
be restricted as the Examiner has asserted. A proper and thorough search of the art related to 
Group I requires a detailed search of the art related to Group II; in that regard, the inclusion of 
claims 63-76 in Group I is a clear indication that the Examiner has recognized the importance of 
such a comprehensive search in this case. 
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Conclusion 



Applicant submits that the Examiner cannot perform an adequate search of the art 
relevant to Group I without also searching art relevant to Group II. Based at least upon the 
foregoing, Applicant requests reconsideration and withdrawal of the restriction requirement in 
accordance with 37 C.F.R. §1.143. 

Applicant believes that a fee is required at this time. Please apply any charges or credit 
any overpayments to Deposit Account No. 03-3975. 



August 13,2004 

11682 El CaminoReal 
Suite 200 

San Diego, CA 92130-2092 
(619)234-5000 



Respectfully submitted, 



Pillsbury Winthrop LLP 




Victor J. Castellucci 
Reg. No 43,535 
Tel. No. (858) 509-4007 
Fax No. (858) 509-4010 
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I hereby certify that this correspondence and all marked attachments are being deposited with the United States Postal Service as first class mail in an envelope 
addresse>tfrTO*feStop Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450 on August 13, 2004. 
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CHARGE STATEMENT : The Commissioner is hereby authorized to charge any fee specifically authorized hereafter, or any missing or insufficient fee(s) filed, or asserted to be 
filed, or which should have been filed herewith or concerning any paper filed hereafter, and which may be required under Rules 16-18 (missing or insufficiencies onM now or 
hereafter relative to this application and the resulting Official Document under Rule 20, or credit any overpayment to our Accounting/Order Nos. shown above, for which purpose a 
duplicate copy of this sheet is attached. 

This CHARGE STATEMENT does not authorize charge of the issue fee until/unless an issue fee transmittal sheet is 
filed. 
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Atty/Sec: VJC/kac 



Pillsbury Winthrop LLP 
Intellectual Property Group 

By Atty: Victor J. Castellucci 



Query: Is appeal deadline now? If 
so, file Notice of Appeals separately. 
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